IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Filed: 



Applicants: 



Serial No: 



Ashkenazi et al. 



09/978,191 



October 15, 2001 



Attorney's Docket No: 39780-2630P1C4 
Group Art Unit: 1647 
Examiner: OHara, Eileen B 



For: SECRETED AND TRANSMEMBRANE POLYPEPTIDES AND NUCLEIC 
ACIDS ENCODING THE SAME 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



We, Audrey Goddard, Ph.D., Paul J. Godowski, Ph.D., Austin'Gurney, Ph.D., and 
William I. Wood, Ph.D. do hereby declare and say as follows: 



2. We have read and understood the claims pending in this application, and are aware 
that the claims have been rejected as anticipated by Holtzman et al, U.S. Published 
Patent Application 20020028508, with effective priority date April 23, 1 998 
(09/065,363), and Sheppard et al, U.S. Published Patent Application 20020028508, 
with effective priority date June 18, 1997 (09/050,143) 

3. We conceived and reduced to practice the polypeptide comprising an amino acid 
sequence of residues 35-273 of SEQ ID NO:506 claimed in the above-identified 
application in the United States prior to June 18, 1997. 

4. At the time the above polypeptide was cloned and sequenced, one of the inventors, 
Austin Gurney, was responsible for overseeing the cloning of cDNAs which encoded 
novel polypeptides, including the cDNA encoding the polypeptide comprising an amino 
acid sequence of residues 35-273 of SEQ ID NO:506. 



DECLARATION OF AUDREY GODDARD, Ph.D., 
PAUL J. GODOWSKI, Ph.D.. AUSTIN GURNEY, Ph.D, 
and WILLIAM I. WOOD. Ph.D. 
UNDER 37 CFR 1.131 



1. 



We are the inventors of the above-identified application. 
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5. At the time the above polypeptide was cloned and sequenced, one of the inventors, 
Audrey Goddard, was, and still is, responsible for overseeing the sequencing of 
nucleotides encoding novel polypeptides, including the polypeptide having an amino 
acid sequence of residues 35-273 of SEQ ID NO: 506 as claimed in the above-identified 
application. 

6. At the time the nucleotide encoding the above polypeptide was cloned and sequenced, 
one of the inventors, William I. Wood, was, and still is, responsible for overseeing the 
homology searches for novel polypeptides, including that for the polypeptide having an 

" amino acid sequence of residues 35-273 of SEQ ID NO: 506 as claimed in the above- 
identified application. 

7. A cDNA clone, referred to as DNA30943-1 163 in the above-identified application, 
was identified as encoding the claimed polypeptide. 

8. The full length sequence of the cDNA clone, DNA30943-1 163, is shown in Figure 1 
of the above-identified application. The amino acid sequence of the claimed 
polypeptide is shown in Figure 213 (residue 35-273 of SEQ ID NO: 506). The cDNA 
sequence encoding the claimed polypeptide has 722 nucleotide residues and is shown 
in Figure 212 (nucleotides 500-1222 of SEQ ID NO: 505) of the above-identified 
application. The claimed polypeptide has 238 amino acid residues, and is only 
slightly different from PR0213 at the N-terminal. That portion of PR0213, which 
overlaps with the claimed polypeptide of the above-identified application, is 
significantly homologous with the human growth arrest-specific 6 (gas6) protein. 

9. Copies of the pages from the GSeqEdit database which report the cloning, sequencing 
and functional data for the PR0213 polypeptide sequence, including its homology to 
human gas6, as well as the cloning, and sequencing data for the nucleic acid sequence 
encoding the PR0213 polypeptide are attached to this declaration (with the dates 
redacted) as Exhibit A. PR0213 comprises the amino acid sequence of residues 35- 
273 of SEQ ID NO: 506 as claimed in the present invention. 

10. The GSeqEdit report shows the full-length nucleic acid sequence for DNA30943- 

1 106 (identified as "DNA30943") and the full-length PR0213 polypeptide encoded 



2 



by DNA30943. Both the DNA30943 and the PR0213 polypeptide sequences and the 
homology of PR0213 to human gas6 were obtained prior to June 18, 1997. 

11. The DNA sequence of nucleotides 498 to 1216 of the DNA 30943 sequence shown in 
the GSeqEdit report is identical to that of nucleotides 500-1222 of SEQ ID NO:505 
disclosed in the above-identified application. 

12. The beginning of the cDNA sequence corresponding to nucleotides 500-1222 of SEQ 
ED NO:505 in the above-identified application is shown on page 6 of the GSeqEdit 
database report. The location of nucleotide 500 of SEQ ID 505 is marked with an 
arrow. The location of the nucleotide 1222 of SEQ ID NO: 5 05 is shown on page 12 
and is marked with an arrow. 

13. The sequence of amino acid residues 54 to 295 of PR0213 polypeptide shown in the 
GSeqEdit report is identical to that of amino acids 35-273 of SEQ ID NO: 506 
disclosed in the above-identified application. 

14. The amino acid residues 35 to 273 of SEQ ID NO: 506 are shown in the GSeqEdit 
report starting on page 6 and continuing until page 12 of the report. 

15. Exhibit A clearly shows that both the amino acid sequence of amino acids 35 to 273 
of SEQ ID NO: 506 and the nucleotide sequence encoding thereof disclosed in the 
above-identified application, as well as the homology of the claimed polypeptide to 
human gas 6 were obtained prior to June 18, 1997. 

16. We hereby declare that all statements made herein of our own knowledge are true and 
that all statements made on information or belief are believed to be true, and further 
that these statements were made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, under Section 1001 
of Title 18 of the United States Code and that such willful statements may jeopardize 
the validity of the application or any patent issued thereon. 



Audrey Goddard Date 



Paul J. Godowski, Ph.D. 



Date 



Austin Gurney, Ph.D. 



William I. Wood, Ph.D. 
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DNA30943 

DNA Info 
(s Pfimarydna 
Source info 
Gene Info 
Gene Annotation 
Genome Mapping 
Affy 



Gen&ank 
GeneHub 

INCYFL 

6mm 

Proteome 
Ref Seo 

UniGa ne 

General Info 
Lab Name 
Insert Name 
Generated By 
Type of DNA 
Insert ID 
Action 
Concentration 
Origene Plate 
Construct Info 
Tag 

Bases to Sequence 



Pmfcrt DNA28 735 
C 

187FL&339 LIB25 RNA22 SRC18 Human Fetal Lung 
PBQ2LL1 Human Egfl7 (VEMF) Non-Sccrctcd UNQ187 

Bun Geo.de 

HGU133A 21 882S a t 
HGU133P 218825„at 
HGU95C 48695 at 
Hu35KA R 39467 f_at 
HiiASKC RH N 74fiftfi f ftt 
Hu35KD BCLN7008Uat 
HuGenenl NIM 016215 at 

MOE430A 1421335_a_at, 1435823_X_at. 145t427_a_at, 1451428 x at 
MOE430P 1 421335 a at. 1435B23 x at . 1451427 a at. 1451428 X at 
Ftat230v2 1370402. at, 1374570^.at, 1393427^at 

Agilent H1Av2 A^23_P1 23785 
HI A A^23_P1 23735 
H1 Av2 A 23 Pi 23785 
H1B A 32 P2 10642 . A 32 P300230 
M1A A_51_P315841. 
WHG A 32 P210 642 
Mouse;0 610012Gn 

Human:AB12Se49, AF1861H. AL512735 . AY35S901 . AY35a902. AY$S89Q3, BQQ12377 
Mou«e:AEl.84.97a. AK002601 . AY239289, AY239290, AY309459, BC024610 

Human ;<3 ENE7437 
Mouse:MGENE1470 

Human;931 424.FL1 .0, 931 424. FL3_0 

Human;41. 6842.1 , 41 6842.1 3, 416842.17. 416642.5(5. 416B42.5&. 416&42.62 . 4 16842.6 4. 4iea4%£Z, A 16842,68 
416B42.69. 416 842.7G. 416642.72 . 416842.74 . 964053.1 ' 

Human:SH62 
Mouse: 353156 

MouS9: 2449B23 

Human: 608582 

Human:fviE_953854.i 
Mouse:NP 942Q17.1 

Human: NM 016215 . NM.201446 
Mouse:fcJM_1 76444, NM 198724. NM 196735 

Hunwi;tf$,91481 
MOuse:Mm.268933 



28735.2 

undeterminated 

full Lengih Screen 

FLS 

Novel 

Drp Not FL 



Insert (Digest) SUe(bp) 1600 
Reverse Size(bp) 1 
Internal Size(bp) 239 
Cut Size(bp) 
Vector 

Interest not reviewed 
Origene Oloneid 
Origene welt 

Exp System 
Sequence Status 
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Antibody Info No antibody info 

Other info FT: In Situ image available 

JQU5288 
OLiSSaO 
£115290 

OLI5S72 3Q943.f1 

OLI5573 30943.f2 

Oligos OU7839 3094S.tm.fi 

0117840 30943-tm.f1 

OLI7B41 30943.tm.p1 

GU7845 30943.tm.f3 

OU7846 30&43.tm.r3 

OLI7847 30943.tm.p3 



P TaqNlan Hit 



CI Transgenic Animal Model 



Comments f 



Status 



Page 

Storage Location 
Box 
Slot 

Inventory Status 
Others 





Annotation 




homolog to an unknown human protein and to gase. The mouse protein with 40 % identity oteariy has a signal 
sequence wneras mis clone ooos not. i inuiK me cione is susp«iA.">M_va i 


— E3 

goddarda 1 09BV49Qfe 


Sequencing in clone 6490$ allowed us to correct three sequencing errors in 30943 which lie in the 5' UTR of 
the gene. However the presence of these errors caused us to identify the wrong 5' end ot the OflP in the gene, 
-goddarda 


90ddarda | OStt&ttSW 


Sequence was flagged as poor quality during proofreading. Tried to rerun reactions with Big DYE chemistry, 
but too little DNA * signal unreadable. Requested more DNA 2/9ft. Never received -goddarda 


imiRRffilfllr. 


amplifiedcolon tumors and to a lesser extent in lung tumors- TeqMan assay 


jjean |QQHOWafilOQ 


Clone 30043 from ptasmid inventory plate is verified correct through partial sequencing 1 


No legal status 




Daryt Baldwin 
0 


Date Entered A0UflHft^ 
Date Updated February 14, 2003 
Date Completed 
Date Canceled 
Cancel Reason 

Clone Status not reviewed 
Sequence Status 



T Sent to p LAS MID Archive 
P Clone Verified 



Project Member 

No Project member generated 
FLS FLSDNA 
No FLS, FLSDNA generated 
Exp Construct 

exp 



Lab Name 
Protein Engineering 



EX P755Q 
ABI 

ABI Run.Lane 

AB1512.31 

ABI512.32 

ABI512.33 

ABIS12.34 

ABI512.35 

ABI812.30 

ABI812.31 

ABh 055-40 

ABM055.41 

ABI2530.13 

MA Plate 

MA Plate Wen Num 

PLT129 25 
Print Run 

No Print run generated 
XPT 



Construct DNA 
DNA346527 



System 
Baculovirus 



Date Sequenced 

04/07/1997 

04/07/1997 

04/07/1997 

04/07/1997 

04/07/1997 

10/06/1997 

10/06/1997 

02/10/1998 

02/10/1998 

02/11/2000 



ABI Plate 



1252 



Well Location 
CI 



Date 

08/11/1999 



Tyep Plat© 
Inventory 



hLtp^/rcscairh/pmjetts/gg/jsp/DNAjAp?DNAID=30943 



0/21/2004 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

Of BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

Of BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 
.□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



